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ARGUMENTS ACCOMPANYING PRE- APPEAL BRIEF REQUEST FOR REVIEW 
I. Claims Rejected Under 35 U.S.C. $ 102 

Claims 1-23 stand rejected under 35 U.S.C. § 102(e) as being anticipated by U.S. Patent No. 
7, 146,572 B2 issued to Richardson ("Richardson"). Applicant traverses the rejection because A) the 
Patent Office has failed to establish a prima facie case of anticipation under 35 U.S.C. § 102; and B) 
Richardson fails to disclose each and every element of claim 1 . 



A. The Patent Office Has Failed to Establish a Prima Facie Case of Anticipation 

1 . The "plurality of control files, each control file defining a test sequence for one of a 
plurality of units-under-test and instructions for executing the test sequence" 
elements 

Claim 1 recites the elements of, "a computer readable storage medium comprising a plurality 
of control files." In making the rejection, the Patent Office provides the definition of a test module 
and a sequence file, and a definition does not disclose more than one control file stored on a 
computer readable storage medium as recited in claim 1 because a definition only describes what 
constitutes a test module and a sequence file, not a quantity. Therefore, the Patent Office has not 
established a prima facie case of anticipation. 



2. The "test executive software module configured to select a test sequence to use based 
on a unit-under-test" elements 

In rejecting claim 1 , the Patent Office alleges that the excerpt "determine whether to execute 

a step" from column 10, lines 2-50 of Richardson and the excerpt "executive sequence may be 

operable to perform one or more test of the unit-under-test" from column 6 of Richardson disclose 
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"a test executive software module configured to select a test sequence to use based on a unit-under- 
test," as recited in claim 1 ( Paper No./Mail Date 20071126 , page 3). Applicant submits that 
determining whether to execute a step within a test sequence and a sequence that can operate one or 
more tests on a unit-under-test is not the same as a module that is capable of selecting a test 
sequence based on the unit-under-test because in the Patent Office's characterization of Richardson 
does not include at least 1) a module selecting a test sequence; and 2) the selection being based on 
the unit-under-test. Therefore, the Patent Office has not established a prima facie case of 
anticipation. 

3. The "test framework software module configured to receive a selected test sequence 
from the test executive software module, determine how to perform the selected test 
sequence, and perform the selected test sequence" elements 

In further rejecting claim 1, the Patent Office alleges that "test executive software may be 

operable to receive user input to a GUI" as disclosed in column 6, lines 60-65 of Richardson 

discloses "a test framework software module configured to receive a selected test sequence from the 

test executive software module," as recited in claim 1 ( Paper No./Mail Date 20071126 , page 3, 

emphasis added to "user input"). Claim 1 recites that the selected test sequence is received from the 

test executive software module , whereas the Patent Office's characterization states that the test 

executive software may be operable to receive user input. Moreover, claim 1 recites that a test 

framework software module is configured to receive the selected test sequence from the test 

executive software module, whereas the Patent Office's characterization of Richardson clearly 

recites that it is the test executive software that receives user input. Therefore, that the Patent Office 

has not established a prima facie case of anticipation. 

4. The "plurality of software components in a software components module coupled for 
interaction with the test framework software module and structured for outputting at 
least one test report" elements 

When rejecting claim 1 , the Patent Office alleges that "test modules to test units-under-test 

(UUTs)" and "the test modules may interact with one or more hardware instruments to test the 
UUT(s)" disclosed on col. 1 , lines 1 5-25 of Richardson, and "test executive sequence for unit-under- 
test" disclosed in column 8, lines 40-50 of Richardson discloses the elements of, "a plurality of 
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software components in a software components module coupled for interaction with the test 
framework software module and structured for outputting at least one test report," as recited in claim 
1 . This characterization of Richardson fails to mention a test report of any kind, let along outputting 
a test report. Therefore, the Patent Office has not established a prima facie case of anticipation. 

B. Richardson Fails to Disclose Each and Every Element 

1. The "plurality of control files, each control file defining a test sequence for one of a 
plurality of units-under-test and instructions for executing the test sequence" 
elements 

Richardson discloses a computer system that includes a memory medium on which test 
executive software is stored (see Richardson, Col. 6, lines 50-52). Richardson further discloses that 
"the test executive software may allow a user to create or configure a test executive sequence, and/or 
control test executive sequence execution for various test applications, such as production and 
manufacturing test applications" (Richardson, Col. 6, lines 52-56). Applicant submits that 
Richardson clearly discloses only one test executive sequence and/or one control test executive 
sequence. In contrast, claim 1 recites a computer readable storage medium comprising " a plurality of 
control files , each control file defining a test sequence for one of a plurality of units-undcr-tcst and 
instructions for executing the test sequence " (emphasis added). Therefore, Richardson fails to 
disclose at least "a plurality of control files, each control file defining a test sequence for one of a 
plurality of units-under-test and instructions for executing the test sequence," as recited in claim 1 . 

2. The "test executive software module configured to select a test sequence to use based 
on a unit-under-test" elements 

As discussed above, the Patent Office alleges that the excerpt "determine whether to execute 
a step" from column 10, lines 2-50 of Richardson and the excerpt "executive sequence may be 
operable to perform one or more test of the unit-under-test" from column 6 of Richardson discloses 
"a test executive software module configured to select a test sequence to use based on a unit-under- 
test," as recited in claim 1 ( Paper No./Mail Date 20071126 , page 3). Applicant submits that 
determining whether to execute a step within a test sequence and a sequence that can operate one or 
more tests on a unit-under-test is different from a module that is capable of selecting a test sequence , 
and is certainly different from a module that is capable of making the selection based on the unit- 
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under-test . Therefore, Richardson fails to disclose at least "a test executive software module 
configured to select a test sequence to use based on a unit-under-test," as recited in claim 1 . 

3. The "test framework software module configured to receive a selected test sequence 
from the test executive software module, determine how to perform the selected test 
sequence, and perform the selected test sequence" elements 

As discussed above, the Patent Office alleges that "test executive software may be operable 

to receive user input to a GUI" as disclosed in column 6, lines 60-65 of Richardson discloses "a test 
framework software module configured to receive a selected test sequence from the test executive 
software module," as recited in claim 1 ( Paper No./Mail Date 20071 126 , page 3). Here, Richardson 
clearly states that the test executive software receives user input , not a selected test sequence from a 
test executive software module, as recited in claim 1 . It is clear that receiving user input and 
receiving a selected test sequence from the test executive software module are not equivalent 
because: 1) the sending entity is different (i.e., a user verses a test executive software module); and 
2) the receiving entity is different (i.e., claim 1 recites that the test framework software module is 
configured to receive the selected test sequence). Therefore, Applicant submits that Richardson fails 
to disclose at least "a test framework software module configured to receive a selected test sequence 
from the test executive software module, determine how to perform the selected test sequence, and 
perform the selected test sequence," as recited in claim 1 . 

4. The "plurality of software components in a software components module coupled for 
interaction with the test framework software module and structured for outputting at 
least one test report" elements 

As discussed above, the Patent Office alleges that "test modules to test units-under-test 

(UUTs)" and "the test modules may interact with one or more hardware instruments to test the 
UUT(s)" disclosed on col. 1 , lines 1 5-25 of Richardson, and "test executive sequence for unit-under- 
test" disclosed in column 8, lines 40-50 of Richardson discloses the elements of, "a plurality of 
software components in a software components module coupled for interaction with the test 
framework software module and structured for outputting at least one test report," as recited in claim 
1 . At best, Richardson discloses that: 

various results of the execution of the test executive sequence may be collected by 
the test executive software. As described in detail below, the test executive software 
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may be operable to receive user input to a graphical user interface (GUI) to specify 
desired database result logging criteria. The test executive software may then log at 
least a portion of the execution results for the test executive sequence to the database 
101, according to the specified result logging criteria. (Col. 6, lines 59-62). 

Applicant submits that Richardson's results are collected and stored in a database, which collecting 

and storing are different functions than outputting a report detailing test results. Therefore, Applicant 

submits that Richardson fails to disclose at least "a plurality of software components in a software 

components module coupled for interaction with the test framework software module and structured 

for outputting at least one test report," as recited in claim 1 . 

Applicant has shown in detail that the Patent Office has not established a prima facie case of 
anticipation and that Richardson does disclose each and every element of claim 1 . Therefore, claim 1 
is not anticipated by Richardson. Accordingly, Applicant respectfully request withdrawal of the 
rejection of claim 1 and claims 2-5, which depend from claim 1. 

Applicant submits that independent claims 6,11, and 1 8 each recite elements similar to claim 
1 discussed above. Therefore, Applicant submits that claims 6, 11, and 18 are not anticipated by 
Richardson at least for the same reasons as claim 1, in addition to their own respective features. 
Accordingly, Applicant respectfully request withdrawal of the rejection of independent claims 6, 1 1, 
and 18, and claims 7-10, 12-17, and 19-23, which depend from claims 6, 1 1, and 18, respectively. 
CONCLUSION 

In view of the foregoing, the above-noted rejections of claims 1 -23 should be withdrawn and 
Applicant requests that the reviewing panel find that the present application is in condition for 
allowance. 

Also included with this pre-appeal brief is payment for a one-month extension of time. If for 
some reason the Applicant has not paid a sufficient fee for this response, please consider this as 
authorization to charge Deposit Account No. 50-2091 for any fee which may be due. 

Respectfully submitted, 

Date: June 13, 2008 /JASON R. GRAFF, REG. NO. 54134/ 

Jason R. Graff 
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